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. MONTH(S) FROM 




Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO FVPIRp 
THE MAILING DATE OF THIS COMMUNICATION. ~ 

- Extensions of time may be available under the provisions of 37 TFR i 1 •*« , > , 

- n C Z 'for r e T THS ^ date 0 '^^miSSi 36 n ° 6Vem ' h ° WeVer ' -V - -P'V be time.v fiied 
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- ^sa; t ^iz&tz%rj£-» ss^t appiication to ° ecome aband ° ned «* . -3, 

earned patent term adjustment. See 37 CFR 1 .704(b) 9 th ' S cor ™ u ™ation, even if timely filed, may reduce any 

Status 

1)D Responsive to communication(s) filed on 

2a) □ This action is FINAL. omIyI Th,* „„♦• • ~ ' 

^djixi This action is non-final. 

3) D Since this application is in condition for allowance excent for form a i m « 

closed in accordance with ,he practice ^T^Cle ^ZTn- 'S",? ' he ™ iK is - 
Disposition of Claims ' 

4) B3 Claim(s) _7-5S 



4a) Of the above, claim(s) 

5) D Claim(s) 

6) D Claim(s) 

7) D Claim(s) 

8) ^ Claims 1-58 



. is/are pending in the application. 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 
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9)D The specification is objected to by the Examiner. 
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DETAILED ACTION 



Election/Restriction 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1,3,5, 7, 30-33, 45-58, drawn to compounds having no heterocyclic ring 
at position R", their composition and methods of use, classifiable in class 549, 
subclass 266+. 

II. Claims 1-8, 30-33, 45-58, drawn to compounds having thiazoline at position R", 
their composition and methods of use, classifiable in class 548, subclass 29+. 

III. Claims 1 , 3, 5, 7, 30-33, 45-58, drawn to compounds having furan at position R", 
their composition and methods of use, classifiable in class 549, subclass 497+. 

IV. Claims 1, 3, 5, 7, 30-33, 45-58, drawn to compounds having no pyridyl 

at position R", their composition and methods of use, classifiable in class 546, 
subclass 268. 1+. 

V. Claims 1, 3 5, 7, 30-33, 45-58, drawn to compounds having imidazole at position 
R", their composition and methods of use, classifiable in class 548, subclass 
300+. 

VI. Claims 1,3,5, 7, 30-33, 45-58, drawn to compounds having oxazole at position 
R", their composition and methods of use, classifiable in class 548, subclass 

2 15+. 
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VII. Claims 1, 3, 5, 7, 30-33, 45-58, drawn to compounds having indole at position 
R", their composition and methods of use, classifiable in class 548, subclass 
465+. 

VIII. Claims 9-10, 15, drawn to compounds classifiable in class 568, subclasses 
578+, 840+. 

IX. Claims 1 1-12, 17, drawn to compounds classifiable in class 548, subclass 
200+. 

X. Claims 13-14, 16, drawn to compounds classifiable in class 568, subclasses 
907+, 9 13+. 

XI. Claims 1 8-20, drawn to process of making compounds Z-haloalkene classifiable 
in classes 560, 568, subclass 202+. 

XII. Claims 21-24, drawn to process of making intermediate compounds classifiable 
in class 548, subclass 202+. 

XIII. Claim 25, drawn to process of making open-chain aldehydes classifiable 
in class 548, subclass 20 1+. 

XIV. Claim 26, drawn to process of making epothilone classifiable 
in class 548, subclass 194+. 

XV. Claims 27-29, drawn to process of making epothilone precursor classifiable in 
class 548, subclass 193+. 
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XVI. Claim 34, drawn to process of making Z-iodoalkene classifiable in 
class 548, subclass 203+. 

XVII. Claims 35-36, drawn to 2nd process of making open-chain aldehyde classifiable 
in class 548, subclass 20 1+. 

XVIII. Claims 37-38, drawn to process of making protected epothilone classifiable in 
class 548, subclass 194+. 

XIX. Claims 39-40, drawn to 2nd process of making epothilone classifiable in 
class 548, subclass 194+. 

XX. Claims 41-42, drawn to process of making cyclic diol classifiable in 
class 548, subclass 200+. 

1. The inventions are distinct, each from the other because of the following reasons: The 
inventions of groups I-X are independent and distinct because, there is no patentable co-action 
among the various groups, and a reference anticipating one member will not render 
another obvious. 

2. The inventions of groups XI-XX are independent and distinct because, there is no 
patentable co-action among the various groups, and a reference anticipating one member will 
render another obvious. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 

examination purposes as indicated is proper. 



is no 

not 
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A telephone call was made to Karoline Shair on 1 1/16/01 to request an oral election to the 
above restriction requirement, but did not result in an election being made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.17(1). 



Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Dr. Taofiq A. Solola whose telephone number is (703) 308-4690. The 
examiner is on flexible work schedule and is generally out of the office on Wednesdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph McKane, can be reached on (703) 308-4537. The fax phone number for 
this Group is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 
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